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TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today
(1) was not witten for publication in a |l aw journal and
(2) is not binding precedent of the Board.

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte MARI A SOURI S

Appeal No. 99-1010
Application 29/062,011!

ON BRI EF

Bef ore THOVAS, STAAB, and OWNENS, Adninistrative Patent Judges.

THOMAS, Adm ni strative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on the appeal fromthe exam ner's
final rejection of the only claimpending:

The ornanental design of a hanging flower pot as
shown and descri bed.

t Application for patent filed Novenmber 5, 1996. According to
appellant, this application is a continuation of Application 29/035, 965,
filed March 10, 1995 (abandoned).
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The exam ner has relied upon the follow ng reference:

Gardner, The d ass of Frederick Carder, Crown Publishers,
Inc., New York, “Plate XXIIl, B, Mandarin yell ow G oup”
(copyright 1971)[ herei nafter Carder)

The clai mstands rejected under 35 U.S.C. § 103. As
evi dence of obvi ousness, the exam ner relies upon Carder
al one.

W refer to the brief and the answer for the respective
positions of the appellant and the exam ner.

OPI NI ON

“I'n determining the patentability of a design, it is the
overal |l appearance, the visual effect as a whole of the
desi gn, which nust be taken into consideration.” See |In re
Rosen,
673 F.2d 388, 390, 213 USPQ 347, 349 (CCPA 1982). \Were the
inquiry is to be made under 35 U S.C. 8§ 103, the proper
standard i s whether the design would have been obvious to a
desi gner of ordinary skill who designs articles of the type

i nvol ved. See



Appeal No. 99-1010
Application 29/062, 011

In re Nal bandi an, 661 F.2d 1214, 1217, 211 USPQ 782, 785 (CCPA

1981). Furthernore, as a starting point for a 8 103
rejection, there nmust be a reference, a “sonmething in
exi stence,” the design characteristics of which are basically
the sane as the cl ai med design:

Thus there nust be a reference, a
sonething in existence, the design
characteristics of which are basically the
sanme as the clainmed design in order to
support a hol di ng of obviousness. Such a
reference i s necessary whet her the hol ding
is based on the basic reference alone or on
the basic reference in view of
nodi fi cati ons suggested by secondary
ref er ences.

Rosen at 673 F.2d 391, 213 USPQ 350.

W reverse the outstanding rejection of the pending
desi gn clai mon appeal because the exam ner's position is
flawed in several mmjor respects.

According to one |line of reasoning, the exam ner appears
to give no patentable weight to or effectively reads out of
the clained invention the four holes around the neck portion

and the opening in the bottom of the clainmed hanging fl ower
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pot since these features are characterized as being functiona
within

35 U.S.C. 8 171. Inasnmuch as there is no outstanding
rejection before us of the design claimon appeal on
functionality grounds, the exanm ner's reasoning is m splaced.
Moreover, the exam ner's reasoning as to this inproper
approach does not assert that the design as a whol e was
primarily functional.

As to these sanme two aspects of the clainmed design, the
exam ner admts that the Carder vase does not teach or show
either of them At the bottom of page 3 of the answer, the
exam ner states that “with only a single perspective view of
the Carder vase to rely upon, the exact shape of the vase
cannot be determ ned as could be done wth additiona
el evational or sectional views.” Simlarly, the exam ner
admts at the top of page 4 that “Carder does not disclose the
four small circul ar openings that are equally spaced around
t he upper portion of the neck, nor does it disclose an opening
in the base of the vase.” On the basis of these adm ssions,

and in view of the fact that no additional prior art has been
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relied upon, we are constrained to reverse the outstanding
rejection under 35 U.S.C. § 103.

Al t hough we would tend to agree with the exam ner's view
that the four holes in the neck portion may be characteri zed
as de mninmus in context of the overall design as a whol e when
taken in light of the simlar neck portion in Carder, the
exam ner's recognition that the base portion of the clained
hangi ng fl ower pot is not taught or suggested at all in the
prior art cannot be rationalized away. At page 6 of the
answer the exam ner asserts that this opening in the base
portion of the clainmed hanging flower pot would have been
obvi ous because “this is a typical circular hole in the base
of a flower pot, standard in the art
of flower containers.” This approach is also fatal to the
exam ner's position. According to a utility application
standard for obvi ousness, we observe that the exam ner's
rational e may have nmerit. However, in a design application
context such general design concepts are inappropriate. The
exam ner's evidentiary void can not be filled by a

conceptual i zed approach. W have no indication, that is, no
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evi dence before us as to the shape or size or configuration or
what ever of such a concep-tualized, known in the art circul ar
hol e for flower pots.

Such an approach has been highly disfavored in accordance with

the court's reasoning in In re Harvey, 12 F.3d 1061, 1063, 29

UsP@d 1206, 1208 (Fed. Cir. 1993).

As a matter of |aw and practice and procedure, the
exam ner's rejection cannot be sustained. Therefore, the
deci sion of the exam ner rejecting the design claimon appea
under 35 U.S.C. § 103 is reversed.

REVERSED

James D. Thomas )

Adm ni strative Patent Judge )
)
)
)

Law ence J. Staab ) BOARD OF

PATENT

Adm ni strative Patent Judge ) APPEALS AND
) | NTERFERENCES
)
)

Terry J. Onens )

Adm ni strative Patent Judge )
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